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RESPONSE 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Dear Sir: 

This paper is submitted in response to the Office Action mailed February 9, 2004, and the 
February 19, 2004 teleconference between Examiner Nolan and the below-signed counsel for 
; Applicants. Reconsideration of the above-identified application in light of this paper is respectfully 



Numbered paragraph 1 of the February 9, 2004 Office Action states that Applicants' 
November 13, 2003, Amendment Under 37 C.F.R. §1.111 (the "Amendment") is not fully 
responsive to the Office Action of August 13, 2003, because it contains no discussion of U.S. Patent 
No. 5,303,834 to Krishnakumar et al, ("Krishnakumar"). For the reasons below. Applicants 
respectfully state that the Amendment was fully responsive to the August 13, 2003, Office Action. 

The August 13, 2003, Office Action rejected claims 25-28 and 30-41 under 35 U.S.C. 
§102(b) as anticipated by U.S. Patent No. 5,804,016 to Schmidt et al. (Schmidt) and claim 29 under 
35 U.S.C. §103(a) as unpatentable over Schmidt in view of Krishnakumar. The Amendment clearly 
demonstrated that Schmidt's disclosure of a perform configuration for a preform constructed of 
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PET, was not combinable with Schmidt's vague disclosure of using polypropylene to construct a 
perform without reference to its geometric construction. The rejection of claim 29 in the August 13, 
2003, Office Action was based, in part, on this improper combination of these disclosures by 
Schmidt. By disproving the teachings of the primary reference relied upon in the rejection of claun 
29, the Amendment disproved the entire obviousness rejection of claim 29. Each and every element 
of claim 29 must be taught, or rendered obvious, by the combination of Schmidt and Krishnakumar. 
Disproving even one of the asserted teachings of Schmidt is sufficient to rebut, and is thus 
responsive to, the rejection of claim 29. No discussion of Krishnakumar was necessary. 

Additionally, claim 29 depends from independent claim 25. The Amendment rebutted the 
rejection of claim 25 by controverting the combinability of Schmidt's teachings, as discussed above. 
By showing that independent claim 25 was patentable, the Amendment also provided a showing 
that dependant claim 29 was patentable. No discussion of Krishnakumar was necessary. 

In the February 19, 2004, teleconference with Examiner Nolan, the Examiner stated that an 
indication by Applicants that they believed no discussion of Krishnakumar was necessary to 
respond to the August 13, 2003, Office Action would be sufficient to overcome the objection to the 
Amendment set forth in the February 9, 2004, Office Action. This paper is intended to make such an 
indication. This paper is intended to address only the objections to the Amendment set forth in the 
February 9, 2004, Office Action. Applicants continue to rely on the arguments and claim 
amendments set forth in the Amendment as a complete response to the August 13, 2003, Office 
Action. 

The above discussion of the February 19, 2004, teleconference between the below-signed 
counsel and Examiner Nolan represents a complete description of the substance of that 
teleconference. 
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Applicants assert that this application is in condition for allowance. Early action to that end 
is requested. 

Respectfully submitted, 
McDERMOTT, WILL & EMERY 

Date: February 27. 2004 

McDermott, Will & Emery 

227 West Monroe Street 
Chicago, Illinois 60606-5096 
Telephone: (312)372-2000 



Matthew E. Leno 
Registration No. 41,149 
Attorney for Applicant 
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